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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 04 May 2009 . 
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DETAILED ACTION 



Claims 1-18 are pending in the instant application. 



Priority 



This application is a 371 of PCT/EP04/531 1 1 , filed 1 1/26/2004. 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d) by application nos. 03104562.8 and 04104279.7 filed in the European 
Patent Office on 12/05/2003 and 09/06/2004, which papers have been placed of record 
in the file. The application names an inventor or inventors named in the prior 
application. 



The information disclosure statement (IDS), filed on 10-13-2006 has been 
considered. Please refer to Applicant's copy of the 1449 submitted herewith. 



Applicant's election without traverse of Group II, claims 10-13, in the reply filed 
on 5-4-2009 is acknowledged. The election of 



information Disciosure Statement 



Response to Eiection/Restrictions 




for search and examination purposes is 



acknowledged. 
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Scope of the Elected Invention 

Claims 1-18 are pending in this application. Claims 1-9, 14-18 are withdrawn 
from further consideration by the examiner, 37 C.F.R. §1 .142(b), as being drawn to a 
non-elected invention. The withdrawn subject matter is patentably distinct from the 
elected subject matter as it differs in structure and element and would require separate 
search considerations. In addition, a reference, which anticipates one group, would not 
render obvious the other. 

The scope of the elected subject matter that will be examined and searched is as 
follows: Claims 10-13 in its entirety. 

Claim Rejections - 35 USC § 112, 2"" paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 10-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims must stand alone to define the invention and 
incorporation into claims by express reference to the specification is not permitted. Ex 
parte Fressola, 27 USPQ 2d 1608. Claims 10-13 are dependent on claim 1 and refer 
back to limitations in claim 1 . Without the limitations of claim 1 , claims 10-13 are 
indefinite. It is suggested that Claim 10 be drafted in independent claim form and the 
limitations of claimi be inserted into claim 10. 
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Obviousness Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 10-13 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over Claims 1-6 of US Pat. No. 7,541,096 
('096 Pat). 

Instant claim 10 claims an electroluminescent device of formula (I), 
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'096 Claims 1-6, claim an electroluminescent device of formula 

, wherein Y1 is a divalent linking group or absent, X1 is 




The difference between the prior patent and the instant claims is the scope of the 
benzotriazole compounds being claimed. The scope of the instant claims is broader 
than the '096 Pat. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because one of ordinary skill in the art would recognize that the 
compounds claimed in the '096 Pat overlap or are the same as the claims. A difference 
In the scope of the claims is obvious and does not change the method of making of the 
claimed compounds or the method of using the compounds, i.e. the utility of the 
compounds as electroluminescent devices. 

In the absence of showing unobvious results, It would have been obvious to one 
of ordinary skill in the art at the time of the invention when faced with the prior filed 
applications that the Instantly claimed compounds would be known. The motivation to 
optimize this class of benzotriazole compounds is the expectation that they will have 
similar electroluminescent properties. 

The instant obviousness rejection is based on the close structural similarity of the 
Instantly claimed compounds to the prior filed application compounds and the common 
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utility shared among the compounds. There is an expectation among those of ordinary 
skill in the art that similar structural compounds will have similar properties and that 
modification of a known structure is mere experimentation within the means of a skilled 
artisan. See MPEP 2144.09(1). Therefore, claims 10-13 are rejected as obvious over 
the prior claims. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 10-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Roitman et al (U.S. Pat. No. 5,629,389). 

Applicants claims relate to an electroluminescent device using a benzotriazole 
compounds of Formula (I) and (II) in claims 10-13. Roitman discloses an 
electroluminescent device using 2-(2H-benzotriazol-2-ylmethyl)-4,6-bis(1-methyl-1- 

Ph 

Ms — C — ^iie 



Ph 



phenylethyl)-phenol, ^ , which reads on the 

instant claims. See Roitman, et al., US Pat No. 5,629,389, columns 2-4, claims 1-5. 



Application/Control Number: 10/581,398 Page? 
Art Unit: 1626 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susannah Chung whose telephone number is (571) 
272-6098. The examiner can normally be reached on M-F, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571) 272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

/Susannah Chung/ 
Examiner, Art Unit 1626 



